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DETAILED ACTION 

Continued Examination Under 37 CFR 1. 1 14 

1. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on January 
8, 2007 has been entered. 

2. Claims 24-43 are pending. Claims 38-41 and 43 have been withdrawn from 
consideration due to non-elected inventions. Claims 1-23 have been cancelled. Claims 
24-43 are new. 

3. All previous rejections are rendered moot in view of applicant's cancellation of 
the claims. 

Election/Restrictions 

4. Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 24-37 and 42, drawn to coloring compositions, classified in class 8, 
subclass 636. 

II. Claim 38, drawn to latex paints, classified in class 523, subclass 334. 
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III. Claims 39 and 40, drawn to toners, classified in class 430, subclass 107.1. 

IV. Claim 41, drawn to inks, classified in class 106, subclass 31.31. 

V. Claim 43, drawn to methods of imparting color to a surface, classified in 
class 8, subclass 636. 

5. Inventions II, III and IV are directed to related products. The related inventions 
are distinct if the (1) the inventions as claimed are either not capable of use together or 
can have a materially different design, mode of operation, function, or effect; (2) the 
inventions do not overlap in scope, i.e., are mutually exclusive; and (3) the inventions as 
claimed are not obvious variants. See MPEP § 806.05(j). In the instant case, the 
inventions as claimed are directed to products with different mode of operation and 
function. Paints function differently than inks or toners and have different compositions. 
Furthermore, the inventions as claimed do not encompass overlapping subject matter 
and there is nothing of record to show them to be obvious variants. 

6. Inventions I and V are related as product and process of use. The inventions can 
be shown to be distinct if either or both of the following can be shown: (1) the process 
for using the product as claimed can be practiced with another materially different 
product or (2) the product as claimed can be used in a materially different process of 
using that product. See MPEP § 806.05(h). In the instant case the coloring composition 
of invention I can be used in methods other than those taught in invention V. 

7. Because these inventions are independent or distinct for the reasons given 
above and there would be a serious burden on the examiner if restriction is not required 
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because the inventions have acquired a separate status in the art in view of their 
different classification, restriction for examination purposes as indicated is proper. 

8. Because these inventions are independent or distinct for the reasons given 
above and there would be a serious burden on the examiner if restriction is not required 
because the inventions require a different field of search (see MPEP § 808.02), 
restriction for examination purposes as indicated is proper. 

9. Because these inventions are independent or distinct for the reasons given 
above and there would be a serious burden on the examiner if restriction is not required 
because the inventions have acquired a separate status in the art due to their 
recognized divergent subject matter, restriction for examination purposes as indicated is 
proper. 

10. During a telephone conversation with Dale Bjorkman on February 28, 2007 a 
provisional election was made with traverse to prosecute invention I, claims 24-37 and 
42. Affirmation of this election must be made by applicant in replying to this Office 
action. Claims 38-41 and 43 are withdrawn from further consideration by the examiner, 
37 CFR 1.142(b), as being drawn to a non-elected invention. 

Claim Rejections - 35 USC §112 

1 1 . The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 
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12. Claims 24-37 and 42 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification, in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. The claim language "in a format ready for 
application to a desired substrate" recited in claims 24 and 36 is considered new matter. 
The added limitation in the claim lacks literal basis in the specification as originally filed, 
see Ex parte Grasselli, 231 USPQ 393 (Bd. App. 1983) affd mem. 738 F.2d 453 (Fed. 
Cir. 1984). Appropriate correction of the claim language is required. 

13. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

14. Claims 24-37 and 42 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. Claims 24, 36 and 37 recite the limitation of 
"10 AE*" without defining the measurement system by which this value is determined 
rendering the claim indefinite. The examiner suggest the applicant amend the claim to 
include "measured in accordance with the CIE L*A*B* color system". Claims 25-35 and 
42 are rejected for being dependent on the rejected base claims and inheriting the same 
deficiency. Appropriate correction of the claim language is required. 
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15. Claims 24-37 and 42 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. Claims 24 and 36 recite the limitation of 
"predetermined ratio" rendering the claim indefinite. The examiner suggests the 
applicant amend the claim to replace to clarify the definition of predetermined. Claims 
25-35,37 and 42 are rejected for being dependent on the rejected base claims and 
inheriting the same deficiency.. Appropriate correction of the claim language is required. 

Claim Rejections - 35 USC § 103 

16. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 24-37 and 42 are rejected under 35 U.S.C. 102(b) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over Hall (US 4,130,435). 

Hall teaches ink compositions prepared by reacting a single or plurality of water- 
soluble anionic dyes with a single or a plurality of water-soluble cationic dyes (column 2, 
lines 15-45). In example 6 (column 4, lines 50-65), Hall teaches reacting disulfonated 
copper phthalocyanine with CI Basic Blue 7 in the presence of 10% aqueous sodium 
hydroxide and water. In example 5 (column 4, lines 35-50), Hall teaches reacting 
disulfonated copper phthalocyanine with Crystal Violet in the presence of 10% aqueous 
sodium hydroxide. Hall further teaches that dyes comprise water (column 3, lines 48-49; 
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column 4, lines 33-34) and a viscosity adjuster, thermoplastic phenol formaldehyde 
resin, which meets the limitation of a binder (column 4, lines 63-65). Hall further teaches 
that anionic dyes such as azo, phthalocyanine and anthroquinone dyes may be used 
(column 2, lines 15-25). Hall further teaches cationic dyes such as various basic blue 
and violet dyes (column 2, lines 30-44). Hall further teaches that the ball-point pen ink is 
substantially insoluble in water (column 1, lines 24-46). 

Regarding the claimed limitations of a color difference between the anionic and 
cationic dyes of at least about 10 AE* units, complexes with molecular weights of less 
than 5000 or 3000 Daltons, and a water solubility of less than 100 parts per million, Hall 
is silent towards these properties and does not explicitly teach these limitations. 
However, it is reasonable to presume that the said properties are encompassed by the 
teachings of Hall because the presumption is supported by the use of similar dyes and 
similar colorless counter ions in similar percentages to produce similar inks t6 those 
instantly claimed. The burden is on the applicant to prove otherwise. In re Fitzgerald, 
205 USPQ594. 

In the alternative, the claimed limitations of a color difference between the 
anionic and cationic dyes of at least about 10 AE* units, complexes with molecular 
weights of less than 5000 or 3000 Daltons, and a water solubility of less than 100 parts 
per million would obviously have been provided by the process as disclosed by Hall, 
because achieving the properties would have been a matter of optimizing a result 
effective variable. In re Boesch, 617 R2d 272, 205 USPQ 215 (CCPA 1980). Hall 
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clearly teaches a broad range of anionic and cationic dyes and producing inks which are 
substantially insoluble in water. 

17. Claims 24-37 and 42 are rejected under 35 U.S.C. 102(b) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over Mueller et al. (US 2,922,690). 

Mueller et al. teaches salt like dyestuff compositions prepared by precipitating 
dissolved anionic dyes with dissolved cationic dyes (column 1, lines 15-22). Mueller et 
al. further teaches replacing part of the cationic and/or anionic dyestuff or dyestuffs by 
colorless cationic and/or anionic substances (column 2, lines 45-50). Mueller et al. 
further teaches replaced with a colorless compound is recommended, for example, 
when, in the use of a dyestuff salt obtained by the reaction of equivalent amounts of 
cationic and anionic dyestuffs, the shade of color for example of the cationic dyestuff is 
more pronounced than is desired in the final dyeing by reason of preponderant color 
strength (column 2, lines 50-56). Mueller et al. further teaches that dyestuffs such as 
anthraquinone and azo dyestuffs may be employed (column 3, lines 1-10). Mueller et 
al. further teaches a plurality of anionic or cationic dyes may be used (column 3, lines 
15-20). Mueller et al. further teaches that the dyestuffs produced are dispersion 
dyestuffs (columns 3-7, examples). Muller further teach that the dyestuff are dispersed 
in water to dye mixtures of fibers (column 4, lines 70-75). Muller et al. further teach 
crystal gum, which meets the limitation of binder, can be added to the dyestuff and 
water to make a paste (column 9, lines 5-20). 
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Regarding the claimed limitations of a color difference between the anionic and 
cationic dyes of at least about 10 AE* units and a water solubility of less than 100 parts 
per million, Mueller is silent towards these properties and does not explicitly teach these 
limitations. However, it is reasonable to presume that the 4 said properties are 
encompassed by the teachings of Hall because the presumption is supported by the 
use of similar dyes and similar colorless counterions in similar percentages to produce 
similar dyestuffs to those instantly claimed. The burden is on the applicant to prove 
otherwise. In re Fitzgerald, 205 USPQ 594. 

In the alternative, the claimed limitations of a color difference between the 
anionic and cationic dyes of at least about 10 AE* units and a water solubility of less 
than 100 parts per million would obviously have been provided by the process as 
disclosed by Mueller et al., because achieving the properties would have been a matter 
of optimizing a result effective variable. In re Boesch, 617 F.2d 272, 205 USPQ 215 
(CCPA 1980). Mueller clearly teaches a broad range of anionic and cationic dyes and 
producing dispersion dyestuffs which are conventionally defined as substantially 
insoluble in water. 

18. Claims 24-37 and 42 are rejected under 35 U.S.C. 102(e) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over Coughlin et al. (WO 
03/093373). 

Coughlin et al. teach pigment compositions comprising two normally water 
soluble colored dyes of opposing charge, i.e. of at least one anionic and one cationic 
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dye are provided (abstract). Coughlin et al. further teach that partial replacement of the 
anionic/cationic colored compounds with an anionic/cationic surfactant which are 
colorless (page 6 and 7). Coughlin et al. further teach that the dye complex may be 
dispersed in water (page 8, paragraph 4) and contain binders (page 10, paragraph 3). 
Couglin et al. teach pigments comprising 0.1-49.8% of anionic dye and 0.1-49.8% of at 
least one cationic dye (page 8, paragraph 1) wherein 0-75 mol% of the anionic/cationic 
dye can be replaced with anionic/cationic surfactant (page 6 and 7). Couglin et al. 
further teach one or more anionic (page 4, paragraph 8) or cationic dyes (page 6, 
paragraph 1) may be used in the pigment compositions. The dyes taught by Couglin et 
al. comprise a plurality of ionic functionalities (page 3 to page 5, see examples). 

Regarding the claimed limitations of a color difference between the anionic and 
cationic dyes of at least about 10 AE* units and a water solubility of less than 100 parts 
per million, Coughlin is silent towards these properties and does not explicitly teach 
these limitations. However, it is reasonable to presume that the said properties are 
encompassed by the teachings of Coughlin because the presumption is supported by 
the use of similar dyes and similar colorless counterions in similar percentages to 
produce similar dyestuffs to those instantly claimed. The burden is on the applicant to 
prove otherwise. In re Fitzgerald, 205 USPQ 594. 

In the alternative, the claimed limitations of a color difference between the 
anionic and cationic dyes of at least about 10 AE* units and a water solubility of less 
than 100 parts per million would obviously have been provided by the process as 
disclosed by Coughlin et al., because achieving the properties would have been a 
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matter of optimizing a result effective variable. In re Boesch, 617 F.2d 272, 205 USPQ 
215 (CCPA 1980). Hall clearly teaches a broad range of anionic and cationic dyes and 
producing dispersion dyestuffs which are conventionally defined as substantially 
insoluble in water. 

Conclusion 

19. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Amina Khan whose telephone number is (571) 272- 
5573. The examiner can normally be reached on Monday through Friday, 8:30-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Douglas McGinty can be reached on (571) 272-1029. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Amina Khan, PhD ~m ^U^w 
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